26 | FEATURE ARTICLE |

CHINA PATENTS & TRADEMARKS NO.1, 2012

Legal Issues of Conflicts between
Trademark Right and Copyright

Liang Hui

The Chinese Trademark Law provides that any visual
sign capable of distinguishing the goods of one natural per-
son, legal person or any other organisation from those of oth-
ers, including words, devices, letters, numerals, three-di-
mensional symbols, combinations of colours or any combi-
nation of the above elements may be applied for the regis-
tration of a trademark'. The works under the Chinese Copy-
right Law refer to intellectual creations in the fields of litera-
ture, art, and science that are original and reproducible in
one form or another?. When an original word or device regis-
tered and used as a trademark, and different entities re-
spectively enjoy the exclusive right to use a trademark® and
the copyright in it, conflict between the two rights is likely to
arise. The early Pei Li and Liu Qiang v. Shandong Jingyang-
gang Brewery, Feng Chuyin and Zhang Weiwei v. Jiangsu
Sanmao Corporation, and the recent case involving the ©

(pronounced as “aili fu” in Chinese) ALEPH and de-
vice” mark are all typical cases of dispute arising from con-
flict between the trademark rights and copyrights. Based on
specific cases in practice, the writer will be looking into the
issues of conflicts between the trademark right and copyright
from the perspective of the law provisions and approaches
to resolving conflicts of the nature, determination of such
conflicts and grounds of counterclaim.

1. Law provisions on and approaches to resolving con-
flicts between trademark right and copyright

While there always exist conflicts between the trade-
mark right and copyright, provisions on protection of prior
rights were set forth only in the Trademark Law as of 1993, in
which Article 27 provides: “where --- the registration of a
trademark was acquired by fraud or any other unfair means,
the Trademark Office shall cancel the registered trademark
in question”; in Rule 25 of the Implementing Regulations
thereof was incorporated “registration of a mark infringing
other’s legitimate prior right” in acts of fraud and unfair
means. Article 31 of the current Trademark Law provides that

“no trademark application shall infringe another party’s ex-
isting prior rights”, in which the copyright is one of the prior
rights under the Trademark Law.

As can be seen in cases involving conflicts between the
trademark right and copyright accepted by the trademark
administrative authority and the courts, cases of the sort
usually are characterised by two circumstances: applying for
registration, as a mark, of a work in which another party en-
joys his or its copyright (trademark right affirmation cases)
and use, as a mark, of a work in which another party enjoys
his or its copyright (infringement cases). The former circum-
stance also involves two circumstances, namely one in which
the trademark registration application is pending and one
where registration of a mark is granted. In China, trademark
registration principle is observed, and a mark approved for
registration with the Trademark Office is a registered trade-
mark; the trademark registrant enjoys the exclusive right to
use it, and the right is under the protection of the law. Before
and after approval by the Trademark Office of registration of
a trademark, the mark applied for registration is of different
legal character if it conflicts with another party’s prior copy-
right. Regarding the matter, the Supreme People’s Court
take the view that during trademark prosecution, when an in-
terested party claims his copyright as another party uses his
work for application for trademark registration, the dispute
should be resolved through the remedial procedures, such
as that of opposition under the Trademark Law. Where an op-
position is raised, and a party brings a civil suit on the
ground that another party’s act of using his work for applica-
tion for trademark registration, which is preliminarily ap-
proved for publication, constitutes an infringement, it is un-
due for the people’s court to accept the case®. Once the
trademark registration grant procedure is finalised, and reg-
istration granted, however, another party’s prior copyright is
faced with practical impairment for the presence of the regis-
tered trademark, and the act of trademark registration in-
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fringes the prior copyright. Then the copyright owner can re-
quest the Trademark Review and Adjudication Board (TRAB)
to review the dispute over the registered trademark or sue in
the people’s court®.

In trademark right affirmation cases, in respect of a
mark preliminarily approved and published, where a copy-
right owner finds that another party applied for registration of
his work as a mark, he can raise opposition to the application
for registration of said mark during the opposition period,
and the trademark authorities may refuse the trademark right
registration application at the request of the copyright owner.
As for a registered trademark, the copyright owner may re-
quest the TRAB to resolve the dispute within five years from
the date of registration of the trademark in suit.

If a party uses, as a mark, another party’s copyrighted
work without authorisation, it is possible for such use to con-
stitute infringement of the copyright. The copyright owner
may bring a copyright infringement suit in the people’s court
against the infringement of his copyright®, and request the
court to hold the defendant civilly liable for ceasing the copy-
right infringement. If the court finds infringement and the mark
in suit is still in the stage of opposition, the copyright owner
may request the TRAB to revoke the registration of said mark
according to the court decision; if the mark cannot be revoked
due to expiry of the time limit, the holder of the prior right may
still bring a civil suit within the time limit for litigation, but the
people’s court will no longer impose the civil liability for ces-
sation of use of the registered trademark in suit’.

After the time of dispute, while it is impossible for a prior
copyright owner to request revocation of a registered trade-
mark through the trademark dispute procedure, this does not
mean that the later trademark registrant has obtained a sta-
ble trademark right. After the copyright owner brings a copy-
right infringement suit, if the court finds the trademark infring-
ing the copyright and orders the defendant to be civilly liable
for ceasing the copyright infringement, the copyright owner
may request the TRAB to cancel the registered trademark
where the trademark registrant ceased using the registered
trademark for three connective years subject to the court
judgment®,

2. Determination of conflicts between trademark right
and prior copyright

Determination of whether a later mark infringes a prior
copyright is not substantially different from determination of
copyright infringement under normal circumstances, and the
determination is made according to the “substantial-similari-
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ty-plus-likelihood-of-access” test®. In a specific case, deter-
mination is made as to whether the work is one protected un-
der the Copyright Law, whether the copyright owner or an
interested party is involved, and whether the mark and the
work are substantially similar, and whether it is likely for the
mark registrant to have accessed the copyrighted work.

1) Whether the work is one protected under the Copy-
right Law

The works mentioned in the Implementing Regulations
of the Copyright Law refer to achievements of intellectual cre-
ation in the field of literature, art and science, which are orig-
inal and reproducible in a tangible form. Originality is the
most critical condition for constitution of a work and for the
work to be eligible for the copyright protection. But the
Copyright Law does not set forth a specific standard con-
cerning originality. In a case involving conflict between the
trademark right and copyright, an interested party often
claims copyright protection for a slightly varied letter, or a
very simple or common device, so determination of whether
such a work is original is often critical in such a case. In
Sanyo v. TRAB®, regarding Sanyo’s claim to its copyright in
the device “N”, the Beijing Higher People’s Court noted that
in the middle of “N” device was a slant black rectangular
stroke with several black lines on both sides of it, producing
a strong three-dimensional view. The letter was different from
the regular printed letter, showing the intellegence of the
creater. For that reason, said “N” was eligible for the protec-
tion under the Copyright Law in China. In a case involving the
“ ALEPH and device” mark, the Beijing Higher Peo-
ple’s Court found the Aleph’s badge original and a work of
art within the meaning of the Copyright Law. As the two case
show, in the judicial practice, originality is deemed to contain
the minimum originality, which should not be rashly denied
by the height of creativity.

Determination of originality is a comprehensive analysis
or examination of the quality and quantity of intellectual cre-
ation. But legislation can only subject it to the minimum ex-
tent of originality required of a work, and it is impossible to
specify the specific quantitative standard for creativity™. For
this writer, mere consideration of whether the device of a
mark is original or not is not a key issue. A mark should be
compared with a prior work to see whether the part of intel-
lectual labour in the prior work was used in the mark, that is,
a comprehensive examination should be made on the basis
of determination of a work under the Copyright Law protec-
tion and substantial similarity between them.

117
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According to the minimum originality standard, it is pos-
sible in practice for a copyrighted literary work, artistic work
or a sculptural work to conflict with a mark.

First, literary works refer to works of novels, poetry,
proses, academic papers®™. Normally, literary works of marks
are too short to be such works, but it is possible for some o-
riginal slogans to be literary works e.g. “Hen kua dong xia,
zhi di chun giu (meaning running through the Winter and
Summer, and directly to Spring and Autumn) Gugiao Air-
Conditioners”™. Another party’s registration of said slogan as
a mark will possibly constitute a conflict of the trademark
right with the copyright.

Second, artistic works refer to two or three-dimensional
plastic art works composed of lines or colours, or in other
ways, and having their ascetical appeal, such as works of
painting, caligraphy and sculpture®. Conflict between an
artistic work and a trademark is one of the commonest con-
flicts between the trademark right and copyright and in
practice, a lot of cases involving conflicts between trademark
right and copyright involve artistic works.

Third, cases involving conflict between a sculptural
work and a mark are few, and the case involving the huge
sculpture of Yandi and Huangdi (used together to refer to the
ancestors of the Chinese nation) is one of them. Being three-
dimensional, it is possible for a three-dimensional mark to
conflict with a sculptural work. But application for registration
of a two-dimensional copy of a sculptural work as a mark al-
so infringes the prior sculptural work. While such act of
copying another party’'s copyrighted work does not consti-
tute infringement, use of such work should not infringe other-
s’ lawful rights of the prior copyright owner™.

2) Whether a prior copyright owner or an interested par-
ty is involved

Copyright is automatically generated when a work is
created, and belongs to the author thereof. This is the gen-
eral principle governing the attribution of ownership of the
copyright. Since an author often creates a work in private, it
is very difficult for him to prove the process of his creation of
the work if required. For this reason, the law provision speci-
fies that in the absence of proof to the contrary, the citizen,
legal entity or other organisation the name of which is indi-
cated on a work is the author thereof”. On this basis, Article
7 of the Supreme People’s Court’'s Explanation of Several Is-
sues Relating to Application of Law to Trial of Cases of Civil
Disputes over Copyright provides: copyright-related
manuscripts, original, lawful publications, certificates of

CHINA PATENTS & TRADEMARKS NO.1, 2012

copyright registration furnished by an interested party,
proofs produced by a certifying authority and contracts un-
der which some rights are acquired may be used as evi-
dence. Unless there is evidence to the contrary, a natural
person, legal entity or other organisation the name of which is
indicated on a work or product shall be deemed to be the
holder of the copyright or copyright-related rights and inter-
ests. Under the evidence rules, in the course of copyright
ownership determination, a rightholder only needs to adduce
evidence showing that he or it is the rightholder for him or it
to meet the evidence requirement and for him or it to be pre-
sumed to be the author or copyright owner. In the case of
dispute over the “ (pronounced as “qiyiniao” and
meaning “exotic bird” in Chinese) device” mark, the inter-
ested party presented an original book the Dutch Qiyi Co.,
Ltd. (Qiyi) used to publicise its corporation. It was a work
published before the mark in suit. In the book was described
the “QIYINIAO device”. Besides, there were faxes Qiyi sent
to the designer of the work, proving how Qiyi acquired the
design of “QIYINIAO device”. It was concluded from the
comprehensive examination of the two sets of evidence that
the “QIYINIAO device” was a work commissioned by Qiyi,
and used as Qiyi’'s corporate logo. In the absence of evi-
dence to the contrary, it was possible to presume that Qiyi
was the owner of the copyright in the work™.

Only when the burden of proof is met, proving one is the
copyright owner, is it possible to claim his copyright, or his
claim will not be supported. In the case of reexamination of
the opposition of the  * (pronounced as “jin wei”) and
device” mark, the court took the view that while Sanlion Cor-
poration furnished the manuscripts of the series of paintings
“Little Twin Stars”, lack of authorship and the indication of
the publication time of the works to prove that Sanlion Cor-
poration was the copyright owner of the works in suit was ob-
viously void of the evidentiary force, so its claim to the copy-
right was not supported™.

If the word of a registered trademark is created by the
trademark owner, how to determine that the prior trademark
owner is the copyright owner? In the case of dispute over the
“ (pronounced as “lao ren cheng” and meaning “old
men’s city” in Chinese)LAORENCHENG and the device”
mark, the Beijing No.1 Intermediate People’s Court conclud-
ed that the trademark registration certificate proved that the
prior trademark owner owned the copyright in the work, and
thus presumed that the prior right the prior trademark owner
claimed was the copyright. But the Beijing Higher People’s
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Court took the view that the mark applied for registration and
the corresponding publication of the granted registration
only showed the ownership of the registered trademark right;
it was not an authorship in a work within the meaning of the
Copyright Law to show the identity of an author; hence it
should not be determined that the trademark owner was the
owner of the copyright in the word of the mark®. In the case,
the Beijing No.1 Intermediate People’s Court considered
more the practical difficulty of the prior trademark owner in
providing “sufficient” evidence to prove the ownership of the
mark in suit. But the Beijing Higher People’s Court concluded
that the party claiming copyright against trademark infringe-
ment was under the burden of proof, and that the published
trademark registration and the information indicated in the
trademark certificate only showed the trademark proprietor-
ship, and could not be used to prove the ownership of the
copyright.

A prior copyright owner proves that he is the legitimate
holder of the right, which includes not only the original right,
but also the derivative right. If an interested party presents
evidence showing that the copyright is obtained by way of
inheritance or assignment, he may also claim his copyright.

3) Whether trademark and work are substantially similar

By “being substantially similar” is meant that upon
comparison between two works the average readers believe
that the two are so similar that it is impossible to give the oth-
er reasonable explanation beside finding reproduction. It
needs to be pointed out that in the comparison between a
mark and a work, as it is for finding the mark infringing the
prior copyright, what is compared is the work under the
Copyright Law, not the sign of the mark, from the perspective
of the audience of the work not the relevant sector of the
public of the goods in respect of which the mark is used.

When two works are compared with each other, ideas
of the work not under the copyright protection, and expres-
sion falling within the public domain should be excluded.
Comparison is made only of the original parts of the two
works, and only when these parts are substantially similar,
the works are similar. The case involving the copyright in
“Small Match Stick Man” once drew wide attention from the
public. While it was not a case of conflict between the trade-
mark right and copyright, the Beijing Higher People’s Court’s
decision combined the issue of originality and public do-
main, setting a good example in the way to find substantially
similar works. For the Higher People’s Court, the image of
“Small Match Stick Man” was somewhat different from that of
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“Black Stick Man”, but the identical part was mainly the part
that had fallen within the public domain, insusceptible to the
protection under the Copyright Law (namely images created
by using a round shape to show the head, and lines the other
parts); the different parts exactly embodied the independent
creation of the respective creators. Hence it should not be
determined that “Black Stick Man” had used the original
creation of the “Small Match Stick Man”, and the former did
not infringe the copyright in the latter?'.

4) Likelihood of access

If a work is independently created,it enjoys the inde-
pendent copyright even if it is substantially similar to another
work. Infringement should not be established only because
the two works are substantially similar. The prior copyright
owner should also prove that the trademark applicant has
accessed or likely to have accessed the prior work, and so
applied for registration of the prior work as a mark. In normal
situations, it is difficult to prove that a trademark applicant
had accessed a work before filing his application. Therefore,
the law has provided for the “likelihood of access”: so long
as the copyright owner can prove the likelihood of access of
the trademark registrant to his copyrighted work, he then has
met his burden of proof.

The so-called “likelihood of access” is not limited to the
circumstances where there is direct evidence showing actu-
ally reading or knowing about the work. Normally, the pres-
ence of “reasonable chance” or “reasonable possibility” for
a defendant to read or hear about the work constitutes ac-
cess. “Access” can be proven with direct evidence, such as
evidence showing that the defendant has read, seen, bought
or received the work or had access to the work when he
worked for the plaintiff; and with indirect evidence, such as
evidence showing that the plaintiff's work has been made
known to the public through distribution, display, perfor-
mance, show or broadcast before the defendant’s work, the
plaintiff has registered his work before, and the registration
files are available to the public® So long as there is proof
showing that the later trademark applicant has actually ac-
cessed or has the “reasonable chance” to access the work,
the prior copyright owner has met his burden of proof.

3. Causes of counterclaim

Causes of, or grounds for, counterclaim against claim of
conflict between the trademark right and copyright generally
include: the copyright has expired, the subject matter at is-
sue does not constitute a work within the meaning of the
Copyright Law, the other party has no sufficient evidence to
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prove that he or it is the copyright owner, the device in suit
has been independently created, or licensed by the copy-
right owner, etc..

1) The copyright in the work has expired

Except the rights of authorship, revision and protection
of integrity of a work, term is set for protection of the other
rights a copyright owner has. An expired copyright is no
longer protected under the Copyright Law. The copyright in
some one-hundred-year-old original brand names, such
“BMW and the device” mark, which was first filed for regis-
tration in 1917, has expired in China. Besides. To extend the
term of a best-seller, its copyright owner may file application
for registration of it as mark before the work is about to enter
the public domain. While the work in the public domain is pro-
tected by the trademark right, the trademark rights of the na-
ture are limited to an extent, and a third party’s fair use of a
work enjoying the exclusive right to use a mark does not con-
stitute an infringement of the exclusive right to use the mark.*

2) The subject matter at issue does not constitute a
work within the meaning of the Copyright Law

The works mentioned in the Chinese Copyright Law re-
fer to achievements of intellectual creation in the field of liter-
ature, art and science, which are original and reproducible in
a tangible form. If a work does not constitute a one within the
meaning of the Copyright Law, it is not eligible for the copy-
right protection. For example, simple, common words and
devices, generally not regarded as original, do not constitute
works within the meaning of the Copyright Law. In the case of
dispute over the mark of “ ” (pronounced as “guan
lan gao shou” and meaning “slam dunk master” in Chinese),
the court concluded that while the word of the mark in suit was
identical with the title of the cartoon work of the same title, the
term of “guan lan gao shou” was only a name for a basket-
baller who was good at “slam dunk”, a common term used by
the public; it was not original as required of a literary work, so
not a work within the meaning of the Copyright Law?.

As aforementioned, since the Chinese Copyright Law
does not spell out a specific standard for determining origi-
nality, views are sometimes divided as to whether a device
constitutes a work or not. For some, compared with words
that constitute works under the Copyright Law, the resources
of words or signs and the ways of their combination for
marks are limited; hence it is more probable for similar ele-
ments or conception of design to occur in trademarks. This
means higher standard for originality of a work is required
when determining whether a mark is similar to a work, and
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mere artistic variation of words or common ornamental de-
vices should not be protected as prior copyright as is the
case with the “N” device mark of Sanyo discussed above®.

3) The other party in a dispute is not copyright owner of
a work

One who raises a trademark dispute on the ground of a
proprietary copyright must have sufficient evidence to prove
that he is a prior rightholder, or his claim is not supported.
For example, in the case of opposition of the “Dajiale”
(meaning “everyone is happy”) and device” mark, the court
noted that while the plaintiff, Dajiale Corporation, was as-
signed the prior reference mark under the law, assignment of
trademark right does not necessarily lead to possession of
the copyright in the word of the mark. The evidence made
available in the case only proved that it was the owner of the
exclusive right to use the reference mark, not one who en-
joyed the copyright in the word of the mark. With Dajiale Cor-
poration being unable to prove its possession of the prior
copyright, the opposition raised on the ground that registra-
tion of the mark under the opposition infringed its prior
copyright was not tenable.?

If a party claiming his copyright is a foreign party, and
his country does not enter an agreement with China or one
that is not a party to an international treaty to which China is a
party, it is impossible for the copyright he claims in China to be
protected. For the copyright of such an author to be protected
under the Chinese law, it must meet one of these conditions:
(1) said foreign party’s work is first published in China; or (2)
said foreign party’s work is first published in a country that is
party to an international treaty to which China is a party, or
published at the same time in the member states and non-
member states?. If no conditions are met, the right asserted
by the foreign party is not protected under law in China.

4) The device in suit is independently created

For works that are independently created one after an-
other and identical in contents, the authors respectively enjoy
their mutual, independent copyright in their respective
works. There exists no matter of prior or subsequent copy-
right. If a trademark applicant can prove that his mark is in-
dependently created, the mark does not infringe any other
party’s prior copyright. In the case involving “QIYINIAO de-
vice” mark, the Shantou Jinhe Corporation admitted that the
“QIYINIAO device + kievit” artistic word” in its mark in suit
was partially identical with Friesland Brands B.V.’s work, but
it argued that they were works independently created, and
the two parties enjoyed their respective right therein. Re-
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garding the issue, the court noted that Shantou Jinhe Cor-
poration was under the burden to prove that its claim was
tenable®. If it produced evidence to show that it had inde-
pendently created the work in suit, it did not infringe the other
party’s copyright.

5) One is licensed by the copyright owner

If a mark applied for registration is authorised by the
copyright owner, it does not constitute an infringement of
another party’s prior copyright. But the trademark applicant
is under the burden to prove the facts of copyright license it
has acquired from the copyright owner, such as a copyright
license concluded between the applicant and the copyright
owner, or direct, explicit expression of will of the copyright
owner on licensing his work to the trademark applicant®. It
needs to be pointed out that copyright licensing is a formal
juristic act; use of another party’s work requires the copyright
owner’s explicit authorisation and conclusion of a license
with the copyright owner®.

The author: Manager of the Trademark Department of the
Beijing Office of China Patent Agent (H. K.) Ltd.
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